
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflice 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/784,221 



02/24/2004 



Jean-Christophe Henrion 



22850 7590 04/06/2005 

OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



238953US0 



1175 



EXAMINER 



HENRY, MICHAEL C 



ART UNIT 



PAPER NUMBER 



1623 

DATE MAILED: 04/06/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/784.221 


Applicant(s) 

HENRION ET AL 


Examiner 

Michael C. Henry 


Art Unit 

1623 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.13e(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. -j j« k 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirly (30) days will be consideredttmely. 

. If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS firom the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to cx)mnnunication(s) filed on . 

2a)n This action is FINAL. 2bM This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quay/e. 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-31 is/are rejected. 
?)□ Claim(s)_ is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: £})□ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet{s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 1 19 

12) 13 Acknowledgment is made of a daim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)I3 All b)D Some * c)n None of: 

1 .M Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Intemational Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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1) S Notice of References Cited (PTO-892) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 02/24/04 . 



4) D Interview Sunfinfiary(PT0-41 3) 

Paper No(s)/Mail Date. . 

5) D Notice of Informal Patent Application (PTO-1 52) 
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DETAILED ACTION 

Claims 1-31 are pending in application 
Information Disclosure Statement 
The information disclosure statement filed complies with the provisions of 37 CFR 1.97, 1.98 
and MPEP § 609. It has been placed in the application file and the information referred to 
therein has been considered as to the merits. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject rmtter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1, 3-9, 12-16, 19-23 and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lalezari et al. (US 5,498,708). 

In claim 1, applicant claims "A process for the preparation of an 0-acylated glucose 
derivative, comprising: 

- preparing a mixed anhydride of formula (11): 

R— C-O-C— 0-CH— R1 (tl) 
II il f 
O 0 R2 

in which Rl and R2 are, independently of one another, saturated or unsaturated and linear or 
branched hydrocarbon radicals con^rising 1 to 20 carbon atoms and R is a satiurated or 
unsaturated, linear or branched hydrocarbon chain comprising 7 to 21 carbon atoms, by reaction 
of a carboxylic acid of formula R-COOH with an alkyl haloformate of formula 
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X-C(0)-0-CHRlR2, with X representing halogen; and 

reacting said mixed anhydride with glucose." Dependent claims 3-9 are drawn to the process of 
claim 1 involving specific acyl residues in formula (II) including myristoyl, specific alkyl 
haloformate, isopropyl haloformate, isopropyl chloroformate and the preparation of the mixed 
anhydride in organic solvent. Claims 12-16, 19-23 are drawn to the process of claim 1 involving 
the preparation of mixed anhydrides at specific temperature ranges, time ranges, the preparation 
of mixed anhydrides with glucose in organic solvent and at specific temperature ranges, time 
ranges. Claim 30 is drawn to the process of claim 1, wherein R is a hydrocarbon chain 
comprising 1 1 to 17 carbon atoms. 

Lalezari et al. disclose a process for the preparation of an 0-acylated glucose derivative, 

comprising: 

- preparing a mixed anhydride of formula (11): 

R—C-O-C-O-CH— Rii|||;i;i| 
0 0 R2 

in which Rl = CH3 when R2= H or R2 = CH3 when Rl= H, 

by reaction of a carboxylic acid of formula R-COOH (myristic acid) with an alkyl haloformate 
(ethyl chloroformate), and reacting said mixed anhydride with glucose (see col. 5, example 10, 
lines 10-18, and the abstract). In addition, Lalezari et al. disclose the use of mixed anhydride 
with the acyl residue, myristoyl, the use of the alkyl haloformate, ethyl chloroformate, and uses 
organic solvent, triethylamine (see col. 5, example 10, Unes 10-18, and the abstract). 
Furthermore, Lalezari et al. disclose that R can be hydrocarbon chain comprising 2-30 carbon 
atoms (see col. 2, Unes 24-31). 
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It should be noted that although Lalezari et al. disclose is silent about the use of specific 
temperature and reaction time, said use is dependent 

The difference between applicants' claimed method and the method of Lalezari et al. is 
that Lalezari et al. do not exemplify the use of an alkyl haloformate wherein the alkyl radical or 
group is branched (such as an isopropyl group in which Rl = R2 = CH3). However, Lalezari et 
al. disclose that alkyl chloroformate in which the alkyl group is from 1-10 carbons can be 
preferably used (see col.2, lines 59 to col. 3, line 13). This implies that any alkyl chloroformate 
including alkyl chloroformate wherein the alkyl radical or group is branched (such as an 
isopropyl group in which Rl = R2 = CH3) can be used. 

It would have been obvious to one having ordinary skill in the art, at the time the claimed 
invention was made to have used the process of Lalezari et al. to prepare an 0-acylated glucose 
derivative to be used as conponents of cosmetic compositions, and to use any alkyl 
chloroformate such as isopropyl chloroformate, since Lalezari et al. disclose that alkyl 
chloroformate in which the alkyl group is from 1-10 carbons can be used. 

One having ordinary skill in the art would have been motivated, to use the process of 
Lalezari et al. to prepare an 0-acylated glucose derivative to be used as conqjonents of cosmetic 
compositions, and to use any alkyl chloroformate such as isopropyl chloroformate, since Lalezari 
et al. disclose that alkyl chloroformate in which the alkyl group is from 1-10 carbons can be 
used. 

Allowable Subject Matter 

The following is an examiner's statement of reasons for allowance: The examiner has found 
claims 2, 10, 11, 17, 18,2 4-29 and 3 1 to be unobvious over the prior art of record and therefore 
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may be allowable over the prior art of record, provided that the claims do not depend on a 
rejected claim, are written in an acceptable form and do not contain new matter. The present 
invention relates a process for the preparation of an 0-acylated glucose derivative, comprising 
preparing a mixed anhydride of specific formula, by the reaction of a carboxylic acid of a 
specific formula with an alkyl haloformate of specific formula; and reacting said mixed 
anhydride with glucose. The very relevant prior art document (US 5,498,708) to this invention 
discloses a process for the preparing an 0-acylated glucose derivative, comprising preparing a 
mixed anhydride, by reacting a carboxylic acid with an alkyl haloformate and reacting said 
mixed anhydride with glucose. However, the process drawn to claims 2, 10, 1 1, 17, 18, 24-29 
and 3 1 of the instant invention, which are characterized by further limitations, are different and 
unobvious to those of the prior art. In particular, the 0-acetylated glucose derivative of specific 
formula (I) which is 0-acetylated at least 50 % in the 6 position and the use of specific organic 
solvents, are not disclosed or suggested in the prior art. Furthermore, unlike the prior art 
document, "the process drawn to claims 2, 10, 1 1, 17, 18, 24-29 and 3 1 of the instant invention, 
can be carried out at the industrial level, with a high yield of desired products. 

Condusiott 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Henry whose telephone number is 571-272-0652. 
The examiner can normally be reached on 8:30 am to .5:00 pm; Mon-Fri. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, James O. Wilson can be 
reached on 571-272-0661. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703 308-1235. 



MCH 

March 24, 2005. 





ELVIS a PRICE, PH.DL 
PRIMARY EXAMINER 



